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FINAL DETAILED ACTION 

1 . The Amendment filed on 4-4-06 included amended claims 6, 14, 17 that did not clearly 
indicate what words were deleted from the previously submitted claims (e.g. crossing out those 
words) and what words were added to the previously submitted claims (e.g. by underlining those 
words). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 6-10, 12, 13, and 17-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 4,266,098 by Novak in view of U.S. Patent No. 6,760,581 by Dutta. 

Regarding claim 6, Novak discloses a method of placing an incoming call to a 
telecommunications device (Fig. 2) from a calling party on hold prior to being answered by a 
called party (e.g. user), the method comprising: 

receiving one or more parameters of a hold function (e.g. wherein an incoming call is not 
connected to a called party) wherein the parameters include at least one of a schedule including 
at least one time period during which the incoming call is placed on hold (e.g. hours wherein a 
called party will not accept calls but will accept a caller recording a message), and a list 
including at least one potential calling party from whom incoming calls are placed on hold (col. 
2, lines 53-68); 
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automatically answering the call and placing the call on hold (e.g. the call has not gone through 
to the called party); 

playing a message to the called party (col. 3, lines 1-3); and 

connecting the called party to the calling party when the called party answers the call (col. 3, 
lines 9-36). 

Novak clearly discloses placing an incoming call on hold prior to being answered. 
However, Novak does not disclose automatically answering the call if the call corresponds to the 
one or more parameters of the hold function and playing a message to the calling party that the 
call has been placed on hold. 

Dutta discloses a method of placing an incoming call to a 
telecommunications device (e.g. mobile telephone; Fig. 2, 200) from a calling party on hold prior 
to being answered by a called party (e.g. user) (Fig. 6), the method comprising: 
receiving one or more parameters of a hold function wherein the parameters include both a hold 
command including at least one time period during which the incoming call is placed on hold 
(e.g. time period wherein Bluetooth commands are received by the mobile telephone), and a list 
including at least one potential calling party from whom incoming calls are placed on hold (col. 
2, lines 21-36; col. 5, line 1 - col. 6, line 13); 

automatically answering the call if the call corresponds to the one or more parameters of the hold 
function and placing the call on hold; 

playing a message to the called party that the call has been placed on hold (col. 3, lines 14-20); 
and 
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connecting the called party to the calling party when the called party answers the call (col. 5, line 
60 - col. 6, line 2). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the apparatus of Novak to include automatically answering the call if the 
call corresponds to the one or more parameters of the hold function and playing a message to the 
calling party that the call has been placed on hold as taught by Dutta. One of ordinary skill in the 
art would have been lead to make such a modification to automatically answer an incoming call 
if the call corresponds to the one or more parameters when a hold function is enabled and to 
notify the calling party that the called party will be with them momentarily. 

Regarding claim 7, the method of claim 6, wherein Novak further discloses determining 
whether the called party has enabled a hold function (col. 2, lines 42-46; col. 2, line 53 - col. 3, 
line 33). 

Regarding claim 8, the method of claim 6, wherein Dutta further discloses determining 
whether the called party has pressed a button (Fig. 2, 250) on the telecommunications device to 
enable a hold function (col. 4, lines 22-25). 

Regarding claim 9, the method of claim 6, wherein Novak further discloses means for 
alerting the called party of the incoming call (col. 3, lines 1-25). 

Regarding claim 10, the method of claim 6, wherein Novak further discloses connecting 
the calling party to a voicemail system (Fig. 2, 16) when the called party does not answer the call 
within a predetermined time period (col. 3, lines 1-8; col. 3, lines 25-33). 
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Regarding claim 12, the method of claim 6, wherein Novak further discloses playing a 
message to the calling party includes playing a pre-recorded message (Fig. 2, 1) stored in a 
memory device resident on the telecommunications device (col. 2, line 42 - col. 3, line 25). 

Regarding claim 13, the method of claim 6, wherein Dutta further discloses connecting 
the call to a voicemail system when the called party presses a button on the telecommunications 
device (col. 5, line 67 - col. 6, line 2). 

Regarding claim 21, the method of claim 6, wherein Dutta further discloses the receiving 
one or more parameters of the hold function is performed via a web interface (col. 6, line 14 - 
col. 7, line 9). 

Regarding claim 17, Novak discloses an apparatus (Fig. 2), comprising: 
means for receiving one or more parameters of a hold function (e.g. wherein an incoming call is 
not connected to a called party), wherein said parameters include at least one of a schedule 
including at least one time period during which an incoming call is placed on hold (e.g. hours 
wherein a called party will not accept calls but will accept a caller recording a message), and a 
list including at least one potential calling party (e.g. the calling parties have assigned code 
numbers) from whom incoming calls are placed on hold (col. 2, lines 53-68); 
means for automatically answering a call placed by a calling party to a called party and placing 
the call on hold (col. 1, lines 48-57; col. 3, lines 1-3); 
means for playing a message to the calling party (col. 3, lines 1-3); and 

means for connecting the called party to the calling party when the called party answers the call 
(col. 3, lines 9-36). 

Novak clearly discloses placing an incoming call on hold prior to being answered. 
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However, Novak does not disclose means for automatically answering a call placed by a calling 
party to a called party, if the call corresponds to the one or more parameters and playing a 
message to the calling party that the call has been placed on hold. 

Dutta discloses an apparatus or mobile telephone (Fig. 2, 200), comprising: 
means for receiving one or more parameters of a hold function wherein the parameters include 
both a hold command including at least one time period during which the incoming call is placed 
on hold (e.g. time period wherein Bluetooth commands are received by the mobile telephone), 
and a list including at least one potential calling party from whom incoming calls are placed on 
hold (col. 2, lines 21-36; col. 5, line 1 - col. 6, line 13); 

means for automatically answering a call placed by a calling party to a called party, if the call 
corresponds to the one or more parameters; 

means for playing a message to the called party that the call has been placed on hold (col. 3, lines 
14-20); and 

means for connecting the called party to the calling party when the called party answers the call 
(col. 5, line 60 - col. 6, line 2). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the apparatus of Novak to include means for automatically answering a call 
placed by a calling party to a called party, if the call corresponds to the one or more parameters 
and playing a message to the calling party that the call has been placed on hold as taught by 
Dutta. One of ordinary skill in the art would have been lead to make such a modification to 
automatically answer an incoming call if the call corresponds to the one or more parameters 
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when a hold function is enabled and to notify the calling party that the called party will be with 
them momentarily. 

Regarding claim 18, the apparatus of claim 17, wherein Novak further discloses means 
for determining whether the called party has enabled a hold function (col. 2, lines 42-46; col. 2, 
line 53 - col. 3, line 33). 

Regarding claim 19, the apparatus of claim 17, wherein Dutta further discloses means for 
determining whether the called party has pressed a button (Fig. 2, 250) on the 
telecommunications device to enable a hold function (col. 4, lines 22-25). 

Regarding claim 20, the apparatus of claim 17, wherein Novak further discloses means 
for alerting the called party of the incoming call (col. 3, lines 1-25). 

Regarding claim 22, the apparatus of claim 17, wherein Dutta further discloses the means 
for receiving one or more parameters of the hold function receives the one or more parameters 
via a web interface (col. 6, line 14 - col. 7, line 9). 

4. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Novak in view of 
Dutta as applied to claim 6 above, and further in view of U.S. Patent Application Publication No. 
2002/0077157 by Okun et al, hereinafter Okun. 

Regarding claim 1 1 , the method of claim 6, wherein Novak in view of Dutta do not 
disclose playing a message to the calling party includes playing a message that is resident on a 
services node of a telecommunications network. 

Okun discloses a telecommunications system (see Figure la; section 0013, lines 1-8), 
comprising a home location register (Figure 1 A, 110) for storing a profile of a user of a 
telecommunications device (Figure 1 A, 126), wherein the profile includes an indication of 
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whether the user is a subscriber to an incoming call hold service implemented by the 
telecommunications system (e.g. a subscriber profile indicates determining whether a text or 
voice message is preferred for a calling party in order to send a message to a calling party that is 
on hold) (section 0014, lines 1-6; section 0036, lines 1-8; section 0039, line 1 - section 0040, 
line 11; section 0044, lines 1-14; section 0077, lines 1-12); a services node or serving MSC 
(Figure 1A, 118) for: determining whether an incoming call placed to the telecommunications 
device by a calling party should be placed on hold prior to the call being answered by the user of 
the telecommunications device according to the incoming call hold service; placing the incoming 
call on hold prior to the call being answered; playing a message to the calling party (section 
0054, line 1 - section 0057, line 13); and connecting the telecommunications device to the 
calling party if the user of the telecommunications device answers the incoming call (section 
0058, line 1 - section 0063, line 10); and a mobile switching center or originating MSC (Figure 
1 A, 102) for facilitating communication between the telecommunications device, the services 
node, and the home location register (section 0054, lines 5-12). 

Wherein Okun further discloses playing a message to the calling party includes playing a 
message that is resident on a services node (Fig. 1 A: 118, 120) of a telecommunications network 
(section 0057, lines 1-13). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the method of Novak in view of Dutta to include playing a message to the 
calling party includes playing a message that is resident on a services node of a 
telecommunications network as taught by Okun. One of ordinary skill in the art would have 
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been lead to make such a modification to enable the hold function by instructing a service node 
to play a message to the calling party, wherein the hold function is directed by the service node. 
5. Claims 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Okun in 
view of Novak. 

Regarding claim 14, Okun discloses a telecommunications system (see Figure la; section 
0013, lines 1-8), comprising a home location register (Figure 1 A, 1 10) for storing a profile of a 
user of a telecommunications device (Figure 1 A, 126), wherein the profile includes an indication 
of whether the user is a subscriber to an incoming call hold service implemented by the 
telecommunications system (e.g. a subscriber profile indicates determining whether a text or 
voice message is preferred for a calling party in order to send a message to a calling party that is 
on hold) (section 0014, lines 1-6; section 0036, lines 1-8; section 0039, line 1 - section 0040, 
line 11; section 0044, lines 1-14; section 0077, lines 1-12); 
a services node or serving MSC (Figure 1 A, 118) for: 

determining whether an incoming call placed to the telecommunications device by a calling party 
should be placed on hold prior to the call being answered by the user of the telecommunications 
device according to the incoming call hold service; placing the incoming call on hold prior to the 
call being answered; playing a message to the calling party that the call has been placed on hold 
(section 0054, line 1 - section 0057, line 13); and connecting the telecommunications device to 
the calling party if the user of the telecommunications device answers the incoming call (section 
0058, line 1 - section 0063, line 10); and a mobile switching center or originating MSC (Figure 
1 A, 102) for facilitating communication between the telecommunications device, the services 
node, and the home location register (section 0054, lines 5-12). 
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Okun clearly discloses determining whether an incoming call should be placed on hold 
prior to being answered. However, Okun does not disclose the determining based on at least one 
of a schedule including at least one time period during which the incoming call is placed on hold 
and a list including at least one potential calling party from whom incoming calls are placed on 
hold. 

Novak discloses a telecommunications device (Fig. 2), wherein a memory (Fig. 2, 12) 
includes an indication of whether a user is a subscriber to an incoming call hold service (e.g. 
wherein an incoming call is not connected to a called party) implemented by the 
telecommunications device; 

determining whether an incoming call placed to the telecommunications device by a calling party 
should be answered by the user of the telecommunications device according to the incoming call 
hold service, the determining based on at least one of a schedule including at least one time 
period during which the incoming call is placed on hold and a list including at least one potential 
calling party (e.g. the calling parties have assigned code numbers) from whom incoming calls are 
placed on hold (col. 2, lines 42-68); 

placing the incoming call on hold prior to the call being answered; 

playing a message to the calling party (col. 3, lines 1-3); and 

connecting the telecommunications device to the calling party if the user of the 

telecommunications device answers the incoming call (col 3, lines 9-36). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the telecommunication system of Okun to include the determining based on 
at least one of a schedule including at least one time period during which the incoming call is 
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placed on hold and a list including at least one potential calling party from whom incoming calls 
are placed on hold as taught by Novak. One of ordinary skill in the art would have been lead to 
make such a modification to include parameters under which the incoming hold service will be 
implemented, the parameters including a schedule of time periods and a list of potential calling 
parties. 

Regarding claim 15, the system of claim 14 mentioned above, wherein Okun further 
discloses the services node includes an enunciator or IVR (section 0057, lines 5-9; section 0061, 
lines 10-14). 

Regarding claim 16, the system of claim 15 mentioned above, wherein Okun further 
discloses the enunciator is for playing a message to a calling party when a call is placed on hold 
(section 0057, lines 5-9; section 0061, line 10 - section 0062, line 10). 

Response to Arguments 

6. Applicant's arguments with respect to claims 6-22 have been considered but are moot in 
view of the new ground(s) of rejection. 

7. In regards to Applicant's remarks in the Amendment filed 4-4-06, the prior art above 
clearly discloses the claimed invention. Novak clearly teaches placing callers on hold, wherein 
the call has not gone through to the called party and a message is played to the caller. Both 
systems of Novak and Dutta place the incoming call on hold. 

In conclusion, the prior art teaches the claimed invention. Please see all rejection(s) 

above. 

8. Accordingly, this action is FINAL. 
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Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

• U.S. Patent Application Publication No. 2002/01 8 1671 by Logan discloses holding an 
incoming call when a user is not in an appropriate environment to speak 

1 1 . Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Or faxed to: 

(571) 273-8300 (for formal communications intended for entry) 

Or call: 
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(571) 272-2600 (for customer service assistance) 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lisa Hashem whose telephone number is (571) 272-7542. The 
examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the Group 
receptionist whose telephone number is (571) 272-2600. 

13. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




lh 

June 12, 2006 
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